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District of Delaware Court Denies Baxalta’s Unsubstantiated Damages 
Claim 
Bayer Healthcare LLC v. Baxalta Inc. et al., Case No. 16-01122 (D. Del.) 
 

Executive Summary 
Baxalta Inc. and Baxalta US Inc. sought to reverse a jury verdict or obtain a new trial.  In 
addition to seeking judgment as a matter of law and a new trial on validity and infringement 
issues, the defendants argued that the jury’s damages award was unsubstantiated.  The court 
denied the defendants’ motion. 

… 

In December 2016, Bayer Healthcare LLC filed suit against Baxalta Inc., Baxalta US Inc., 
(collectively, “Baxalta”) and Nektar Therapeutics alleging infringement of U.S. Patent No. 
9,364,520 (the “‘520 Patent”).1  The ‘520 Patent relates to the human Factor VIII protein, “which 
is critical for proper blood coagulation and the control of bleeding.”2  The jury awarded Bayer 
over $155 million in damages based on a 17.78 percent royalty rate.3 

Baxalta appealed the verdict and argued that the damages award was “(1) speculative, (2) 
based on previously undisclosed expert opinions, (3) an impermissible disgorgement of profits, 
(4) based on improper exclusion of costs, and (5) not apportioned to the value of the ‘520 
patent.”4 

Speculative Damages 
Bayer’s damages expert opined to a royalty rate range from 5.1 percent to 42.4 percent.5  He 
also opined to the mid-point of this range, but the court excluded this portion of his opinion as an 
improper use of the Nash Bargaining Solution.6  The court stated, “Based on [Bayer’s damages 
expert’s] testimony, the jury awarded a royalty of 17.78%.”7 

Baxalta argued that since Bayer’s expert opined to a range instead of a single rate, the resulting 
rate the jury chose was speculative.8  Citing to multiple Federal Circuit cases, the court noted 
that the jury was not required to choose a damages amount from either party, but rather should 
consider the “totality of evidence” when determining damages.9  The court then described the 
“substantial evidence” Bayer presented to support the 17.78 percent, including its damages 
expert’s “substantial analysis … to determine the end points of the … range” and discussion of 
the parties’ relative bargaining positions regarding the hypothetical negotiation.10 
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Disgorgement of Profits 
Citing to Hughes Tool Co. v. Dresser Industries, Inc., 816 F.2d 1549 (Fed. Cir. 1987), Baxalta 
argued that the high end of Bayer’s expert’s royalty rate of 42.4 percent is “a legally 
impermissible disgorgement of Baxalta’s profits.”11  However, the court indicated that the 
Hughes case “relied on an erroneous profits figure.”12  The court then noted that “[t]he Federal 
Circuit has since made clear that ‘an infringer’s net profit margin is not the ceiling by which a 
reasonable royalty is capped.’”13 

Other Arguments 
Baxalta also argued that Bayer’s damages expert offered new opinions at trial, failed to include 
certain costs in his analysis, and failed to apportion damages.14  The court disagreed 
commenting that Bayer’s expert’s testimony and analysis were reliable.15 
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1 Complaint, Bayer Healthcare LLC v. Baxalta Inc. et al., Case No. 1:16-cv-01122-RGA (D. Del.), Dec. 5, 
2016. 
2 Id. at 3-4. 
3 Verdict Form, Bayer Healthcare LLC v. Baxalta Inc. et al., Case No. 1:16-cv-01122-RGA (D. Del.), Feb. 
5, 2019. 
4 Memorandum Opinion, Bayer Healthcare LLC v. Baxalta Inc. et al., Case No. 1:16-cv-01122-RGA (D. 
Del.), Aug. 23, 2019 at 3, 21. 
5 Id. at 21. 
6 Id. at 21. 
7 Id. at 21. 
8 Id. at 22. 
9 Id. at 22. 
10 Id. at 22-24. 
11 Id. at 24. 
12 Id. at 25. 
13 Id. at 25.  Quoting Powell v. Home Depot U.S.A., Inc., 663 F.3d 1221, 1238 (Fed. Cir. 2011); State 
Indus., Inc. v. Mor-Flo Indus., Inc., 883 F.2d 1573, 1580 (Fed. Cir. 1989) (“The determination of a 
reasonable royalty, however, is based not on the infringer’s profit margin, but on what a willing licensor 
and licensee would bargain for at hypothetical negotiations on the date infringement started.”). 
14 Id. at 24-26. 
15 Id. at 24-26. 
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Southern District of New York Court Rejects Defendants’ Assertion of a 
Lost Profits Claim Disguised as Reasonably Royalty; Allows Plaintiff to 
Supplement Damages 
SIMO Holdings Inc. v. Hong Kong uCloudlink Network Technology Ltd., et al., Case No. 
1:18-cv-05427 (S.D.N.Y.) 
 

Executive Summary 
uCloudlink moved for judgment as a matter of law on willingness and numerous damages-
related issues.  uCloudlink argued that SIMO’s reasonable royalty damages were lost profits in 
disguise, its royalty base was inappropriate, and it failed to account for non-infringing 
alternatives.1  The court denied uCloudlink’s motion.2 

Also, in post-trial motions, SIMO sought to supplement its damages to include damages on 
sales after December 2018 and on international sales for devices sold in the United States.3  
SIMO also sought an injunction.4  The court granted SIMO’s motion to supplement damages 
and granted an injunction.5 

… 

In June 2018, SIMO Holdings Inc. filed suit against uCloudlink Network Technology Limited and 
uCloudlink (America), Ltd. (collectively, “uCloudlink”) alleging infringement of U.S. Patent No. 
8,116,735.6  In August 2018, SIMO filed an amended complaint adding U.S. Patent No. 
9,736,689 to its infringement claims.7  Then in January 2019, U.S. Patent No. 8,116,735 was 
dismissed from the case.8  The accused products relate to WiFi hot spot devices and mobile 
phones.9  The jury awarded SIMO over $2.1 million in damages.10 

Reasonable Royalty Requirements 
uCloudlink argued that SIMO sought lost profits in guise of a reasonable royalty.11  It argued 
that a lost profits award was improper because Skyroam, SIMO’s wholly owned subsidiary, sold 
the patent-practicing products.12 

uCloudlink first argued that the consideration of Skyroam’s profit margin was impermissible in 
determining a reasonable royalty for SIMO’s asserted patents.13  However, the court rejected 
uCloudlink’s argument citing Callaway Golf Co. v. Acushnet Co., 691 F. Supp. 2d 566, 575 (D. 
Del. 2010) and its reference that “the Federal Circuit has expressly allowed damages for 
subsidiaries’ sales.”14 

uCloudlink then argued that SIMO’s expert calculated Skyroam’s lost profits and simply used 
this quantum as his reasonable royalty.15  The court again disagreed indicating that uCloudlink 
misconstrued the evidence.16  SIMO’s expert opined that Skyroam’s profit margin at the 
wholesale price represented “the ‘value’ Skyroam added through the use of its patented 
system.”17  The court observed, however, that Skyroam’s profit margin at the wholesale level 
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was less than half of its profit at the retail price.18  Thus, the court concluded that SIMO’s 
damages would have been higher if it were seeking lost profits.19 

Next, uCloudlink criticized SIMO’s expert’s characterization of the marketplace in which 
Skyroam and uCloudlink competed as a two-supplier market.20  The court found this argument 
irrelevant for a reasonable royalty analysis but further indicated that the evidence supported 
SIMO’s expert’s characterization.21 

Royalty Base 
uCloudlink also argued that SIMO’s expert improperly calculated a royalty on the number of 
data packets sold and failed to include the accused devices in the royalty base.22  SIMO’s 
expert testified that “Skyroam profits from the sale of data to be accessed with its devices, not 
from the sale of the hardware itself.”23  Additionally, uCloudlink’s damages expert used the 
same royalty base.24  Referencing Ericsson, Inc. v. D-Link Systems, Inc., 773 F.3d 1201, 1226 
(Fed. Cir. 2014), the court rejected uCloudlink’s argument and concluded that the value of the 
asserted patent was not in the hardware but in the mobile roaming services provided.25 

Non-infringing Alternatives 
Additionally, uCloudlink argued that SIMO’s expert failed to account for non-infringing 
alternatives.26  SIMO’s expert relied on SIMO’s technical expert, who concluded that no 
acceptable non-infringing alternatives were available.27  The court dismissed uCloudlink’s 
argument noting that uCloudlink’s technical expert opinion was not more credible than SIMO’s 
technical expert, upon whom SIMO’s damages expert relied.28  The court further explained that 
JMOL was “not an appropriate vehicle for a judge to pick sides in a battle of otherwise qualified 
experts.”29 

Supplemental Damages 
Seeking to supplement damages awarded by the jury, SIMO asserted that damages should 
include data packages sold internationally if used with devices purchased in the U.S.30  The 
court agreed citing to WesternGeco LLC v. ION Geophysical Corp., 138 S. Ct. 2129, 2138 
(2018).31  The court found that the infringing act occurred in the U.S. with the sale of the 
hardware and the associated data packages, regardless of whether the data packages were 
used in the U.S. or internationally.32  Further, the court added that it was “plainly foreseeable 
that owners of such devices, purchased in the U.S., would buy [data packages] while traveling 
to other countries.”33  The court also allowed SIMO to supplement damages for post-verdict 
sales.34 
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SIMO Holdings Inc. v. Hong Kong uCloudlink Network Technology Ltd., et al., Case No. 1:18-
cv-05427 (S.D.N.Y.) 

Union Carbide Chemicals & Plastics Tech. Corp. v. Shell Oil Co., 425 F.3d 1366, 1378 (Fed. 
Cir. 2005) 

WesternGeco LLC v. ION Geophysical Corp., 138 S. Ct. 2129, 2138 (2018)

1 Opinion and Order, SIMO Holdings Inc. v. Hong Kong uCloudlink Network Technology Limited, et al., 
Case No. 1:18-cv-05427 (S.D.N.Y.), Aug. 29, 2019 at 1-3, 9-16. 
2 Id. at 2. 
3 Id. at 1-3, 29, 37, 42-45. 
4 Id. at 1-3, 29-37. 
5 Id. at 2-3. 
6 Complaint for Patent Infringement, SIMO Holdings Inc. v. uCloudlink Network Technology Limited, et al., 
Case No. 1:18-cv-05427 (S.D.N.Y.), Jun. 15, 2018. 
7 First Amended Complaint for Patent Infringement, SIMO Holdings Inc. v. Hong Kong uCloudlink Network 
Technology Limited, et al., Case No. 1:18-cv-05427 (S.D.N.Y.), Aug. 20, 2018. 
8 Opinion, SIMO Holdings Inc. v. Hong Kong uCloudlink Network Technology Limited, et al., Case No. 
1:18-cv-05427 (S.D.N.Y.), Apr. 26, 2019 at 7. 
9 First Amended Complaint for Patent Infringement, SIMO Holdings Inc. v. Hong Kong uCloudlink Network 
Technology Limited, et al., Case No. 1:18-cv-05427 (S.D.N.Y.), Aug. 20, 2018 at 6, 22. 
10 Jury’s Verdict, SIMO Holdings Inc. v. Hong Kong uCloudlink Network Technology Limited, et al., Case 
No. 1:18-cv-05427 (S.D.N.Y.), May 9, 2019. 
11 Opinion and Order, SIMO Holdings Inc. v. Hong Kong uCloudlink Network Technology Limited, et al., 
Case No. 1:18-cv-05427 (S.D.N.Y.), Aug. 29, 2019 at 10. 
12 Id. at 10-12. 
13 Id. at 10. 
14 Id. at 11.  See also See Union Carbide Chemicals & Plastics Tech. Corp. v. Shell Oil Co., 425 F.3d 
1366, 1378 (Fed. Cir. 2005). 
15 Id. at 11-12. 
16 Id. at 12. 
17 Id. at 12. 
18 Id. at 12. 
19 Id. at 12. 
20 Id. at 12. 
21 Id. at 12-13. 
22 Id. at 13. 
23 Id. at 14. 
24 Id. at 13. 
25 Id. at 14-15. 
26 Id. at 15. 
27 Id. at 15-16. 
28 Id. at 16. 
29 Id. at 16. 
30 Id. at 42. 
31 Id. at 43-45. 
32 Id. at 43-44. 
33 Id. at 45. 
34 Id. at 37-42, 51-52. 
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District of New Jersey Court Vacates a $45 Million Damage Award and 
Orders New Trial Due to Failure to Apportion 
Mondis Technology Ltd., et al. v. LG Electronics, Inc., et al., Case No. 2:15-cv-04431 
(D.N.J.) 
 

Executive Summary 
The court vacated a $45 million damages award against LG as a matter of law due to 
insufficient evidence.1 

… 

In June 2014, Mondis Technology Ltd. filed suit against LG Electronics, Inc. and LG Electronics 
U.S.A., Inc. (collectively, “LG”) alleging infringement of U.S. Patent Nos. 6,513,088, 6,549,970, 
7,089,342, 7,475,180, and 6,639,588.2  In January 2019, Mondis filed an amended complaint 
dropping all the previously asserted patents except U.S. Patent No. 7,475,180 (the “‘180 
Patent”).3  The covered technology relates to plug-and-play functionally in televisions.4  The jury 
awarded Mondis $45 million in damages.5 

LG moved for judgment as a matter of law or a new trial on validity and infringement issues and 
JMOL, a new trial, and/or remittitur on damages and willfulness.6  On the damages issue it 
argued “1) Plaintiff’s damages theory violates the apportionment requirement; 2) Plaintiff’s 
threshold theory violates Federal Circuit law; and 3) Plaintiff’s use of a damages multiplier is 
legally improper.”7  The court vacated the damages verdict.8 

Apportionment 
In arguing the impropriety of the damages award due to a lack of apportionment, LG noted 
Mondis’s damages expert’s statement that he did not apportion because apportionment was not 
necessary in his analysis.9  In response, Mondis, citing to Commonwealth Sci. & Indus. 
Research Organisation v. Cisco Sys. (“CSIRO”), argued that apportionment was accomplished 
through its expert’s comparable license analysis.10  In CSIRO, the Federal Circuit determined 
the comparable licenses already considered apportionment.11 

The court disagreed with Mondis’s argument, distinguishing that in CSIRO comparable licenses 
were negotiations involving only the asserted patent.12  In contrast, Mondis failed to show that 
its comparable licenses “were limited to the incremental value of the ‘180 Patent”.13 

Threshold Licensing 
At trial, Mondis had built its damages case on licenses structured on a “threshold basis,” i.e., 
with a single royalty rate covering an entire patent family.14  By adopting this approach, the court 
noted that Mondis had created a paradox by arguing that the comparable licenses subscribe 
value to the underlying patents as a whole and at the same time incremental value to the ‘180 
Patent.15  Mondis’s damages expert did attempt to isolate the royalty rate for the patent family 
related to the ‘180 Patent by adjusting the comparable licenses’ royalty rate.16  However, the 
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court indicated that this adjustment was still too broad.17  The court further indicated that Mondis 
likely skewed damages for the jury by “repeatedly emphasiz[ing] the entire market value of LG’s 
accused televisions” instead of the ‘180 Patent’s incremental value.18 

Damages Multiplier 
LG further argued that use of a damages multiplier results in an award not tied to economic 
harm nor to “the claimed invention’s footprint in the marketplace.”19  Mondis referred to its 3x 
damages multiplier as an “uncertainty discount” relating to validity and infringement.20 

The court disagreed since LG’s expert agreed that such a premium was a proper consideration 
for the jury (while disagreeing with the magnitude of the multiplier) and the Federal Circuit 
recognizes it as an appropriate consideration.21  The court also viewed the inferred upward 
damage award adjustment of 80 percent by the jury as supported by the evidence.22  It reached 
this conclusion based on LG’s expert’s testimony that he had tripled a royalty rate to account for 
the uncertainty discount related to validity and infringement and the introduction of another jury 
verdict which implied that the jury also tripled the royalty rate to account for the uncertainty 
discount.23 
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1 Opinion & Order, Mondis Technology Ltd. v. LG Electronics Inc., et al., Case No. 2:15-cv-04431 
(D.N.J.), Sep. 24, 2019 at 2, 30. 
2 Complaint, Mondis Technology Ltd. v. LG Electronics Inc., et al., Case No. 2:15-cv-04431 (D.N.J.), Jun. 
21, 2014. 
3 First Amended Complaint, Mondis Technology Ltd., et al. v. LG Electronics Inc., et al., Case No. 2:15-
cv-04431 (D.N.J.), Jan. 8, 2019. 
4 Id. at 8. 
5 Verdict Form Regarding Remedy, Mondis Technology Ltd., et al. v. LG Electronics Inc., et al., Case No. 
2:15-cv-04431 (D.N.J.), Apr. 12, 2019. 
6 Opinion & Order, Mondis Technology Ltd. v. LG Electronics Inc., et al., Case No. 2:15-cv-04431 
(D.N.J.), Sep. 24, 2019 at 1. 
7 Id. at 11. 
8 Id. at 30. 
9 Id. at 11. 
10 Id. at 12.  Citing to Commonwealth Sci. & Indus. Research Organisation v. Cisco Sys., 809 F.3d 1295, 
1303 (Fed. Cir. 2015). 
11 Id. at 12. 
12 Id. at 12-13. 
13 Id. at 12-13. 
14 Id. at 15. 
15 Id. at 15-16. 
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16 Id. at 20. 
17 Id. at 20. 
18 Id. at 21-22. 
19 Id. at 22.  Citing to ResQNet.com, Inc. v. Lansa, Inc, 594 F.3d 860, 869 (Fed. Cir. 2010). 
20 Id. at 23. 
21 Id. at 23-25. 
22 Id. at 25. 
23 Id. at 25-28. 
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